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Report from the Front Line:
U.S. District Courts

A brief review of U.S. district court decisions over the past year

Dunstan H. Barnes, Ph.D.
McAndrews, Held & Malloy, Chicago, lllinois
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1 Areview of U.S. District Court design patent cases over the past calendar year
focusing on four general topics:

Prosecution history estoppel

-_

Claim construction

—_

Anticipation and obviousness

—_

Infringement and Section 289 damages

—_
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Y YOO COLLECTION, INC. V. WATTERS DERIGN.NC

JENN

I July 2013During prosecution of D698,120, Jenny Yoo receives restriction requirement; elects Group
| and shortly after files divisional directed to Group II, which issis&s/44,723

I March 2016:Jenny Yoo sues defendants for infringing these convertible bridesmaigiown design
patents 698,120 and D744,723

D698,120(Jenny Y00) _
Dress Convertible Dress Accused Dresses
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JENNY YOO COLLECTION, INC. V. WATTERS DK%

SN.YNOCT. 20, 2017)

I October 20, 2017Court grants motion to dismiss for nenfringement of D698,120 (short dress)
based on prosecution history estoppel

[ 2dzNII FAYRA 5. (hlldnhgdiesSed)dn@ witkin tRe\sBréerdd&ed claim scopd698,120
However, case continues forward with alleged infringement of D744,723 (directed to long convertible dress)
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D698,120(Jenny Yoo) D744,723(Jenny Y00) _
Dress Convertible Dress Accused Dresses
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D677,946 (Curver Luxembourg)
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I April 2015:During prosecution, Curver Luxembourg receilzgdParte Quayl®ffice Action

ERUXEMBOURG V. HOME EXPRESSI

I LILX AOFyidQa RSaA3dy Of I Avya LAukigrdgParto® 02 LaN}I St RS3
9EI YAYSNI 2628500G4a (2 GAGES Fa G22 O 3dzST &adza3Sais
Applicant amends titlél 2Pattern for a Chadr
Figure 1
Figure 2
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Accused Basket

SN

Pattern for a Chair

© 2018 Dunstan H. Barnes. All rights reserved.



- :
g— e
i3 \/; p— -
" o ! - -
= s X X \

’xg = PN '. mcandrews

¥ 17 McANDREWS HELD & MALLOY LTD

CURVERUXEMBOURG V. HOME EXPRESSIO®MINNCIAN. 8, 2018)

I June 2017Curver Luxembourg sues Home Expressions for design patent infringement

[ January 8,2018: 2 dzNi K2f Ra UKFG ! LIX AOFyuQa aA0utS Y
olalsSua dzyRSNJ LINEasSOdzuiAZ2y KAaluz2ZNE Sauz2lJJStz
uz !X AOlFYyuQa OfFAYSR RSaAady>Z 0SOFdza S
1 (a) there was surrender of claim scope,

i (b) it was for reasons of patentability, and
I (c) the accused design is within the scope of the surrender e
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D677,946 (Curver Luxembourg) Accused Baskets
Pattern for a Chair
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BOILINCI?OINT GRP INC. V. FONG WARE.DOCA)

I Boiling Point Group sues Fong Ware for infringing its hot pot holder design

D680,811 (Boiling Point Group) Accused Hot Pot Holders
Apparatus for Holding and Heating a Hot Pot
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BOILINCPOINT GRP., INC. V. FONG WARE.DOCAL. APR. 27, 2017

I April 27, 2017 Claim construction order

I The/ 2dzNli1 O2y aidN¥zSa GKS OfFAY Fa adKS 2NyFYSydalf R
as shown and describedxcluding the functional aspects of the frustoconical bowl and of the prongs
around the rim thereof to hold the hot pot in placeand of openings to allow air flow €

D680,811 (Boiling Point Group) Accused Hot Pot Holders
Apparatus for Holding and Heating a Hot Pot
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CROCSNC EFFERVESCEN‘I(DI\KCDL@

1 April 2006:Crocs sues numerous defendants, including Double Diamond Distribution (behind a line
of footwear called Dawgs Clogs), for infringing its footwear design patent

D517,789 (Crocs) Accused Dawgs product
Footwear (available in April 2006
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CROCSNC V EFFERVESCEN’I(DI\KCDLO JUNE 27, 2017)

I June 27, 2017Claim construction order
I Defendants sought to exclude functional features of claimed design

~

I Court holds that although there are factors weighing in favor of finding that the strap is functional, it also
plays an aesthetic role

1 Court declines to improperly eliminate functional features that contribute to the ornamental appearance

D517,789 (Crocs) Accused Dawgs product
Footwear (available in April 2006

© 2018 Dunstan H. Barnes. All rights reserved.
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HFA, INC PLAINTIFF V. TRINBBEAIBIAM CORE.D. TEX

I HFA sues TrinidaBlenham for allegedly infringing its nested pans design patent

D713,196 (HFA)

Nested Pans Accused Pans

© 2018 Dunstan H. Barnes. All rights reserved.
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HFA, INC PLAINTIFF V. TRINS

1 March 7, 2018Claim construction order
T aLYRAALIMzOF 0t &%

~

KSNEB X

'AIPIAM CORE.D. TEX. MAR. 7, 2018)

0KS ySAU0SR LI ya IFNB 020K TFo

I Courtconstruesthe claim agthe ornamental design for a nested pans, as shown and described in Figures
1 to 14, excluding the elements shown in broken lires

D713,196 (HFA)
Nested Pans

© 2018 Dunstan H. Barnes. All rights reserved.
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PARALLAX GRP. INT'L, LLC V. INCRLORHS, CA)L

I May 2016:Parallax Group sues Incstores for infringing its-twtor resilient mat

Co

Item: SM-232 Size: 100CM * 100CM * 20CM

able for the schoolroom of Karate,
Tae Kwon Do, Gymnastic and Dancing.

Ttem: SM-031 Size: 100CM * 100CM * 20CM

Prior Art Mats S5pnoXTtcn 6tFN}YffFE DNP d%ESUSI?dy FS¢t o
Resilient Mat
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