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OUTLINE 
ǐA review of U.S. District Court design patent cases over the past calendar year 

focusing on four general topics: 

 

ǐProsecution history estoppel  

 

ǐClaim construction  

 

ǐAnticipation and obviousness  

 

ǐInfringement and Section 289 damages 
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PROSECUTION HISTORY ESTOPPEL 



JENNY YOO COLLECTION, INC. V. WATTERS DESIGN INC. (S.D.N.Y.) 

ǐJuly 2013: During prosecution of D698,120, Jenny Yoo receives restriction requirement; elects Group 
I and shortly after files divisional directed to Group II, which issues as D744,723 

ǐMarch 2016: Jenny Yoo sues defendants for infringing these two convertible bridesmaid gown design 
patents (D698,120 and D744,723) 
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D698,120 (Jenny Yoo) 
Dress 

D698,120 (Jenny Yoo) 
Convertible Dress Accused Dresses 
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JENNY YOO COLLECTION, INC. V. WATTERS DESIGN INC. (S.D.N.Y. OCT. 20, 2017) 

ǐOctober 20, 2017: Court grants motion to dismiss for non-infringement of D698,120 (short dress) 
based on prosecution history estoppel 

ǐ/ƻǳǊǘ ŦƛƴŘǎ 5.LΩǎ ŀŎŎǳǎŜŘ ŘǊŜǎǎŜǎ (all long dresses) are within the surrendered claim scope of D698,120 

ǐHowever, case continues forward with alleged infringement of D744,723 (directed to long convertible dress) 
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D698,120 (Jenny Yoo) 
Dress 

D744,723 (Jenny Yoo) 
Convertible Dress Accused Dresses 
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CURVER LUXEMBOURG V. HOME EXPRESSIONS INC. (D.N.J.) 

ǐApril 2015: During prosecution, Curver Luxembourg receives Ex Parte Quayle Office Action 

ǐ!ǇǇƭƛŎŀƴǘΩǎ ŘŜǎƛƎƴ ŎƭŀƛƳǎ ǇǊƛƻǊƛǘȅ ǘƻ LǎǊŀŜƭ ŘŜǎƛƎƴ ǊŜƎƛǎǘǊŀǘƛƻƴ ŦƻǊ άFurniture (Part of)έ 

ǐ9ȄŀƳƛƴŜǊ ƻōƧŜŎǘǎ ǘƻ ǘƛǘƭŜ ŀǎ ǘƻƻ ǾŀƎǳŜΤ ǎǳƎƎŜǎǘǎ ŀƳŜƴŘƛƴƎ ǘƛǘƭŜ ǘƻ άtŀǘǘŜǊƴ ŦƻǊ ŀ /ƘŀƛǊέ 

ǐApplicant amends title ǘƻ άPattern for a Chairέ 
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D677,946 (Curver Luxembourg) 
Pattern for a Chair 

Accused Baskets 
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CURVER LUXEMBOURG V. HOME EXPRESSIONS INC. (D.N.J. JAN. 8, 2018) 

ǐJune 2017: Curver Luxembourg sues Home Expressions for design patent infringement 

ǐJanuary 8, 2018: /ƻǳǊǘ ƘƻƭŘǎ ǘƘŀǘ !ǇǇƭƛŎŀƴǘΩǎ ǘƛǘƭŜ ŀƳŜƴŘƳŜƴǘ ōŀǊǎ ǘƘŜ ƛƴŦǊƛƴƎŜƳŜƴǘ ŎƭŀƛƳ ŀƎŀƛƴǎǘ 
ōŀǎƪŜǘǎ ǳƴŘŜǊ ǇǊƻǎŜŎǳǘƛƻƴ ƘƛǎǘƻǊȅ ŜǎǘƻǇǇŜƭΣ ŜǾŜƴ ǘƘƻǳƎƘ ōŀǎƪŜǘǎ ŀǊŜ Ǿƛǎǳŀƭƭȅ άǎǳōǎǘŀƴǘƛŀƭƭȅ ǎƛƳƛƭŀǊέ 
ǘƻ !ǇǇƭƛŎŀƴǘΩǎ ŎƭŀƛƳŜŘ ŘŜǎƛƎƴΣ ōŜŎŀǳǎŜ  

ǐ(a) there was surrender of claim scope,  

ǐ(b) it was for reasons of patentability, and  

ǐ(c) the accused design is within the scope of the surrender 
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D677,946 (Curver Luxembourg) 
Pattern for a Chair 

Accused Baskets 
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CLAIM CONSTRUCTION 



BOILING POINT GRP., INC. V. FONG WARE CO. (C.D. CAL.) 

ǐBoiling Point Group sues Fong Ware for infringing its hot pot holder design 

 

9 

USPTO 
Design Day 2018  

D680,811 (Boiling Point Group) 
Apparatus for Holding and Heating a Hot Pot 

Accused Hot Pot Holders 
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BOILING POINT GRP., INC. V. FONG WARE CO. (C.D. CAL. APR. 27, 2017) 

ǐApril 27, 2017: Claim construction order 

ǐThe /ƻǳǊǘ ŎƻƴǎǘǊǳŜǎ ǘƘŜ ŎƭŀƛƳ ŀǎ άǘƘŜ ƻǊƴŀƳŜƴǘŀƭ ŘŜǎƛƎƴ ŦƻǊ ŀƴ ŀǇǇŀǊŀǘǳǎ ŦƻǊ ƘƻƭŘƛƴƎ ŀƴŘ ƘŜŀǘƛƴƎ ŀ Ƙƻǘ ǇƻǘΣ 
as shown and described, excluding the functional aspects of the frustoconical bowl and of the prongs 
around the rim thereof to hold the hot pot in place, and of openings to allow air flowΦέ 

10 

USPTO 
Design Day 2018  

D680,811 (Boiling Point Group) 
Apparatus for Holding and Heating a Hot Pot 

Accused Hot Pot Holders 

© 2018 Dunstan H. Barnes. All rights reserved. 



CROCS, INC. V. EFFERVESCENT, INC. (D. COLO.) 

ǐApril 2006: Crocs sues numerous defendants, including Double Diamond Distribution (behind a line 
of footwear called Dawgs Clogs), for infringing its footwear design patent 
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D517,789 (Crocs) 
Footwear 

Accused Dawgs product  
(available in April 2006) 

© 2018 Dunstan H. Barnes. All rights reserved. 



CROCS, INC. V. EFFERVESCENT, INC. (D. COLO. JUNE 27, 2017) 

ǐJune 27, 2017: Claim construction order 

ǐDefendants sought to exclude functional features of claimed design 

ǐCourt holds that although there are factors weighing in favor of finding that the strap is functional, it also 
plays an aesthetic role 

ǐCourt declines to improperly eliminate functional features that contribute to the ornamental appearance 
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D517,789 (Crocs) 
Footwear 

Accused Dawgs product  
(available in April 2006) 
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HFA, INC., PLAINTIFF, V. TRINIDAD-BENHAM CORP. (E.D. TEX.) 

ǐHFA sues Trinidad-Benham for allegedly infringing its nested pans design patent 
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D713,196 (HFA) 
Nested Pans 

Accused Pans 
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HFA, INC., PLAINTIFF, V. TRINIDAD-BENHAM CORP. (E.D. TEX. MAR. 7, 2018) 

ǐMarch 7, 2018: Claim construction order 

ǐάLƴŘƛǎǇǳǘŀōƭȅΣ ƘŜǊŜΣ ǘƘŜ ƴŜǎǘŜŘ Ǉŀƴǎ ŀǊŜ ōƻǘƘ ŦǳƴŎǘƛƻƴŀƭ ŀƴŘ ƻǊƴŀƳŜƴǘŀƭΦέ 

ǐCourt construes the claim as άthe ornamental design for a nested pans, as shown and described in Figures 
1 to 14, excluding the elements shown in broken linesΦέ 
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D713,196 (HFA) 
Nested Pans 

Accused Pans 
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PARALLAX GRP. INT'L, LLC V. INCSTORES, LLC (C.D. CAL.) 

ǐMay 2016: Parallax Group sues Incstores for infringing its two-color resilient mat 
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5рпоΣтсп όtŀǊŀƭƭŀȄ DǊƻǳǇ LƴǘΩƭύ 
Resilient Mat 
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